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Abstract. This study examines the legal protection based on positive law on the
registration of famous brands in Indonesia. We carried out this study using statue and
conceptual approaches. The study data were collected through library research, i.e.
collecting the theories and legal protection provisions for brands and specifically for
famous brands. Results show that legal provisions for famous brands protection in
Indonesia are still vague, especially as stipulated in the Republic of Indonesia Law
Number 20 of 2016 concerning Trademarks and Geographical Indication. From positive
law aspect, registration of famous brands is protected by preventive and repressive
measures. In Indonesia, an Independent institution functioning to inventory and
determine a database and criteria for a brand is required. In addition, the Government
Regulation after the issuance of Law Number 20 of 2016 concerning Trademarks and
Geographical Indications and between the Government and the community needs to be
formulated and enforced.
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1. Introduction

The development of trade in goods and services in Indonesia in the past few years has
experienced a significant increase due to the development of information technology and
means of transportation which have led to very rapid development in the trade sector, both
goods and services. The trend of increasing trade flows of goods and services continues in line
with national economic growth. In connection with law, brand as an important element of
trade sector is one of the subjects protected by law in many countries [1, 2]. In Indonesia, the
Law governing the brands is stipulated in Law Number 20 of 2016 concerning Trademarks
and Geographical Indications. A brands is a part of the intellectual property system that has
significant influence on the commercial field functioning as an identifier and differentiator of
a product from others traded [3, 4, 5]. The brand of a product or item has a role in drawing the
attractiveness of the purchasers to an item, product or even service.

Brands as one of human intellectual works that have a close relation with economic and
trade activities play a crucial important role. With the increasing flow of globalization in all
sectors, including the sector of trade of goods and services, trade in goods and services has
ignored borders of the country, so that regulations in the field of Intellectual Property Rights
(IPR), including product brands, must be adequate and effective since Indonesia has become a
member of the World Trade Organization (WTO) through Law No. 7 of 1994 concerning
Establishment of Ratification of the World Trade Organization on November 2, 1994, which
contains the Annex Agreement on Trade Related Aspects of Intellectual Property Rights
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(Agreement on TRIPs) [6]. Regarding the violation of the IPR, its development is also much
influenced by its nature as an intangible right [7]. It is not easy for people to understand why a
person cannot enjoy complete freedom of his property, including to obtain economic benefits
from them. A person can ask about the rights born of his actions on an object (such as
purchasing goods). The owner of the object may ask, "Why don't I use the item that I have
bought to make money or profits from the amount of money I have spent on the purchase?"

A brand of a product can be briefly said to be a sign used by employers or producers to
distinguish their products from those of others for similar goods so that the public as
consumers are not be made fooled about the origin of goods produced or traded [8]. Based on
Law of the Republic of Indonesia No. 20 of 2016, a brand obtains legal protection if it is
already registered in the General Register of Brand, so that the Brand Owner has the exclusive
rights to the brand and this is in accordance with the principles adopted by Republic of
Indonesia Law No. 20 of 2016, namely constitutive system (first to file system).

Unfortunately, entrepreneurs or producers of a product have not yet enjoyed the distinct
advantages of their product brands as a result of a lack of understanding of the legal rules
regarding brands that essentially provide commercial benefits, in addition to protective
advantage. Additionaly, some conducted legal studies on the world of trademark have not
revealed specifically what and how the brand of a product must be protected form legal side as
a form of intellectual property. Based on this, the present study examines the formulation of
legal provisions regarding famous brands and reveals forms of legal protection for famous
brands in positive law in the brand registration system in Indonesia.

The method used to examine legal phenomena in this paper is the normative legal method,
using the statue approach and conceptual approach. Data collected by library research. The
data used are articles of Indonesian law that regulate brands and brand protection, especially
famous brands. Data were analyzed descriptively, i.e. outlines the explanations related to
Indonesian laws governing them, interpreting those meanings based on the essence of legal
science and empirical facts in the trade sector, and comparing the results of these analyzes
with the results of previous studies. in addition, a review of the grammatical aspects of the
brand discussion is done in order to obtain an initial picture of a famous brand.

2. Results and Discussion

2.1 Indonesian Legal Formulation Regarding the Determination of a Famous Brand

A well-known brand has a reputation and has high marketing base. This brand is the
choice for every consumer anywhere. The percentage of sales is high in every corner of the
world and is a valuable wealth asset that can bring huge profits to its owners [9]. However, at
the same time, it can cause harm to the owner and on the other hand, it is very profitable for
other parties with bad intentions by imitating or falsifying with very low quality [10].
Protection of famous brands is not only given to similar goods or services, but also to goods or
services of different type.

Topics related to famous brands are still discussed because until now and thus there has
been no concrete definition of a famous brand [11][8][12][13] [14]. However, the guidelines
issued by WIPO (World Intellectual Property Organization), essentially, concern the factors in
considering whether a brand is well-known or not. The things that must be considered include:
a. The level of knowledge or recognition of the brand in the public sector concerned.

b. Period, range and geographical area of brand use



c. The period, range and geographical area of brand promotion, including advertising and
publicity as well as presentations at exhibitions of the brand's goods or services.

d. The period and geographical area of each registration and each registration application
reaches a level that reflects brand use or recognition.

e. Records from successful law enforcers of the rights attached to the brand to a level where
the brand is recognized as a well-known brand by the competent authority

f.  Values related to the brand. The criteria for a well-known brand are based on public
knowledge, the determination is also based on the reputation of the brand concerned that
has been obtained due to promotions carried out by the owner and accompanied by proof

of registration of the mark in several countries [15].

The criteria for well-known brands are based on the general knowledge of the community,
also based on the reputation of the brand concerned that has been obtained due to promotions
carried out by the owner and accompanied by proof of registration of the brand in several
countries.

In the United States, in Article 43 (c¢) (1) of the Lanham Act (Trademark Act), the
determination of brands has distinguishing and well-known properties; the court can consider
factors such as [16]:

a. The degree of inherent nature or the distinguishing nature of the brand;

b. The period and scope of the use of the brand relating to the goods and services of the
brand used;

The duration and scope of advertising and publicity of the brand,

The geographical scope of the trading area where the brand is used;

Trade network of goods and services of the brand used;

The degree of recognition of the brand from the trading arena and the trade network of the
brand owner and the prohibition against people on the use of the brand are carried out;
General nature and scope of the use of the same brand by third parties;

The existence of the registration of the mark is based on the Act dated March 13, 1981 or
the Act dated February 20, 1905 or first registration.

In spite of having had regulated the terms of the brand in such a way, in practice some
problems in brand inspection often arise [17]. One of the most prominent problems is related
to "equality". In the provisions of article 6 paragraph (1) letter a mentioned:

“that the trademark application must be rejected by the Director General of Investment
Information if the brand has similarity in principle or in whole with the brand of another party
that has been registered in advance for similar goods and or services How to determine
whether there is a brand equality or not.”

The overall equation of the element is a standard for determining the existence of an
equation that corresponds to a similar entirentist doctrine [2]. In this case the brand requested
to be registered is a copy or reproduction of another person's brand. So that something can be
called a copy or reproduction of someone else's brand so that it can be qualified to contain the
overall equation, at least must meet the requirements: (1) There are equal elements of the
brand as a whole; (2) Equation of type or production and class of goods or services; (3)
Equation of region and company segment; (4) Equations of ways and behavior of use; (5)
Equation in the way of maintenance; and (6) Equation on the marketing channels.

The above conditions are cumulative, so that all equations must be determined must be
fulfilled. However, the standard of determination based on this teaching is considered too rigid
and cannot protect the interests of brand owners, especially for well-known brands. The
equation in principle is as stipulated in the explanation of Article 6 paragraph (1) of Law No.
20 of 2016 concerning Trademark and Geographical Indication, namely that what is meant by
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equality is basically the similarity caused by the presence of prominent elements between one
brand and another brand, which can give the appearance of equality in the form (painting or
writing ), the method of placement (i.e. elements arranged in such a way as to create the same
impression as the brand of another person's product), the meaning and combination of
elements or similarities in the speech in the brands. The definition of equality regulated in this
explanation is in accordance with the doctrine of "nearly resembles" [2], which considers a
brand to have similarities in common with other people's brands if it is identical or nearly
resembles other people's brands, which can be based on the similarity of the image, word
order, color or sound. Based on the description above, this is in accordance with the Law
Certainty theory which contains two senses, namely first, the existence of general rules makes
individuals know what actions are or should not be done, and second, in the form of legal
security for individuals from government abuse because with the general rules, individuals can
find out what the state can charge or do with individuals [18]. Legal certainty is not only in the
articles in the law, but also consistency in the judge's decision between one decision and the
other judge's decision for a similar case that has been decided.

A brand necessarily has a special characteristic that is identical to its personality and
indeed born new, it is not a brand that is renewed or something that fails to improve is better.
The use of a brand is not only limited to making a profit. Brands have other objectives that can
not only be seen from an economic perspective [19]. Brands also have a role to facilitate the
trading of goods or services to carry out development [5]. Therefore, protection of the brand is
needed so as not to make plagiarism activists more aggressively with dirty practices. That,
because basically brand protection is not only for the sake of brand owners but also for the
benefit of the wider community as consumers.

Plagiarism activists do not only occur in several aspects in Indonesia. Problems regarding
brand protection also occur in various countries [20]. The benefits obtained in a way that is not
difficult to encourage a brand to emulate or ride famous like an artist. Imitation of a well-
known brand to become rampant is indeed based on "bad faith". Solely the purpose is
materially or financially oriented, making a profit by joining the popularity of a brand. Such
treatment is indeed not and should not be appropriate to obtain legal protection. Protection of
famous brands can be done in various ways. In addition to the brand owner's response and
initiative, it can also be carried out by the brand office by refusing requests for registration of
the same or similar brands with well-known brands.

There are a number of things to note, namely: (1) Not setting definitions and criteria for
famous brands; (2) Rejection or cancellation of a brand, or prohibition on the use of a brand
that is a reproduction, imitation or translation that can be misleading of an item or service that
is the same or similar if the laws of the country regulate or request a party concerned; and (3)
The cancellation claim can be submitted at least for 5 years from registration, but there is no
time period if the registration is done in bad faith.

Therefore, the formulation of a well-known brand must be clear in the determination of
the criteria so that it does not intersect with the registration of a new brand that is applied so
that in addition to harming registered brands, it will bring a loss to the new brand whose
application for registration will apply. Thus, regarding the explanation of article 21 of Law
No. 20 of 2016 concerning Trademarks and Geographical Indications, its provisions must
provide more definitely strong clarity about the criteria intended by a Famous Brand, either in
the period of use or other things that can explain the description of a famous brand. In
addition, in Article 6 the bus of the Paris Convention (1967) applies, mutatis mutandis, for
services. In determining whether a trademark is well-known, members must consider



trademark recognition in the relevant sector of society, including knowledge in the member
concerned that has been obtained as a result of trademark promotion.

2.2 Legal Protection toward Well-Known Brands in Indonesia Positive Law in the Brand
Registration System in Indonesia

In the Implementation of Law No. 20 of 2016 concerning Trademarks and Geographical
Indications, it is stipulated that brand registration is very important in order to provide legal
protection to holders of rights to the brand. Brand registration using a constitutive system (first
to file) guarantees legal certainty for holders of brand rights, but until now the brand
registration system with the concept of first to file in Indonesia has not effectively created
harmony in guaranteeing fairness and benefit, because there are still many brands - brands
registered not by the actual brand owner. Referring to Law No. 20 of 2016 concerning
Trademarks and Geographical Indications, what is meant by a brand is a sign in the form of
images, names, words, letters, numbers, color arrangements, or combinations and those
elements which have distinguishing features and are used in trading activities goods or
services. In its notion, as revealed by Setiono, legal protection is an action or effort to protect
the public from arbitrary acts by the authorities that are not in accordance with the rule of law,
to create order and peace so as to enable humans to enjoy their dignity as humans [21]. In line
with the notion, Muchsin’s concept is that legal protection is a matter that protects legal
subjects through applicable laws and regulations and is forced to implement it with a sanction.

A legal protection can be divided into two, namely: First, preventive legal protection:
protection provided by the government with the aim of preventing before the occurrence of
violations. This is contained in laws and regulations with the intention of preventing a
violation and providing signs or limitations in carrying out obligations. Second, repressive
legal protection: legal protection in the form of sanctions such as fines, imprisonment, and
additional penalties given when a dispute has occurred or a violation has been committed [22].

Hence, legal protection is any form of effort to protect human dignity and recognition of
human rights in the field of law. The principle of legal protection for the people of Indonesia
comes from Pancasila and the concept of the rule of law. Both sources prioritize recognition
and respect for human dignity. Meanwhile, the means of legal protection are of two forms,
namely the means of preventive and repressive legal protection.

Preventive Legal Protection by the Government: In the case of Preventive Legal
Protection carried out by the government through its state equipment, it is conducted by giving
an appeal about the importance of an Intellectual Property right to be registered in order to
obtain definite legal protection, namely protection provided by the government with the aim of
preventing prior violations. In this case the government provides preventive protection
through appeals to trade centers and also through socialization about the importance of
protecting intellectual property. This is contained in legislation with the intention of
preventing a violation and providing signs or limitations in carrying out obligations.

Repressive Legal Protection by the Government. Repressive legal protection carried out
by the government aims to follow up all complaints of the owners of intellectual property
rights to obtain real legal protection. Repressive legal protection is the final protection in the
form of sanctions such as fines, imprisonment, and additional penalties given when a dispute
has occurred or a violation has been committed.

3. Conclusion



Starting from the background of the problem, the formulation of the problem, and the
purpose of the study, there are several conclusions that can be drawn from the results of this
study. Firstly, the formulation of the provisions of a famous brand is still vague as stated in the
Republic of Indonesia Law Number 20 of 2016 concerning Trademarks and Geographical
Indications. The indication is for a brand to be well-known, it requires an accredited and
independent institution in its determination and classification so that the submission of a new
brand application must be able to refer to the famous brand database in the Independent
Institution by referring to the TRIPS (Trade-Related Aspects of Intellectual Property) Rights).
Second, the efforts made by the government in providing legal protection for well-known
brands in positive law in the Indonesian brand registration system are manifest in two forms,
namely preventive protection and repressive protection. Based on the results of this study, we
recommend several things. The Indonesian government needs to immediately form an
independent institution tasked with inventorying and determining a data base and criteria for a
brand that is said to be famous so that people who want to apply for a brand can get official
information about any brand that has been registered as a well-known brand, so that later there
will be brand issues that intersect with well-known brands that already exist. In addition, the
Government Regulation after the issuance of Republic of Indonesia Law Number 20 of 2016
concerning Trademarks and Geographical Indications and between the Government and the
public needs to be issued to provide protection for brands that are synergistic so that there is
no gap. In other words, the government regulation is expected to narrow the circulation of
counterfeit brands so that the protection and benefits from the issuance of legislation,
especially the Republic of Indonesia Law Number 20 of 2016 can be felt by the public and the
government can be more assertive in providing protection for the rights to Intellectual
Property (IPR) as well as possible.
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